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Opi nion by Cissel, Admnistrative Trademark Judge:

On June 13, 2000, applicant, a corporation organized
and existing under the | aws of Pennsylvania, applied to
regi ster the mark SECURI TY on the Principal Register for
“notor oil and lubricating oils,” in Cass 4. The basis
for filing the application was applicant’s assertion that
it possessed a bona fide intention to use the mark in

comerce in connection with these products.
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The Exami ning Attorney refused registration under
Section 2(d) of the Lanham Act, 15 U. S.C. Section 1052(d),
on the grounds that applicant’s mark so resenbles two
regi stered marks that if applicant were to use its mark in
connection with the goods set forth in the application,

confusion would be likely. The two cited nmarks are

regi stered for “autonotive anti-freeze solutions”;! and

T —— T

———— (A

registered for “oil, air and transm ssion filters and PVC

val ves for whol esal e end use in passenger autonobiles and

n 2

Iight trucks. In support of the refusal to register, the

Exam ni ng Attorney attached copies of seven third-party

! Reg. No. 1,447,007, issued to Houghton Chenical Corp. on July
14, 1987; affidavits under Sections 8 and 15 accepted and
acknow edged.

2 Reg. No. 1,821,194, issued to Security Filter Products Co. on
February 15, 1994; affidavit under Section 8 accepted.
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regi strations wherein the goods listed include antifreeze,
notor oil and filters.

In response to the first Ofice Action, applicant
anended the application to identify the goods with which it
intends to use the mark as “notor oil and general purpose

lubricating oil,” in Cass 4, and argued that confusion
woul d not be |ikely between applicant’s mark and either of
the two cited regi stered narks.

In support of its argunents, applicant included copies
of pages fromthe website of the owner of the registration
for the SECURITY FILTERS and design mark. This evidence
shows that that registrant directs advertising to “the fast
| ube industry,” i.e., shops specializing in quick oil and
filter changes. Applicant argued that these sophisticated
pur chasers know t he source of the products they purchase
and will readily distinguish between the regi stered nmark
and applicant’s mark. Additionally, argued applicant,
applicant’s mark is different in sound and appearance from
this registered mark, and the goods listed in the
registration, filters and valves, are different fromthe
products identified in the application. Applicant
contended that the third-party registrations listing oi

and oil filters are either the result of |icensing prograns

based on strong marks, or private |abel prograns of
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retailers or wholesalers. Applicant submtted a copy of a
web page fromone of the third-party registrants which
shows that it is a wholesale distributor of autonotive
supplies, and argued that the owner of another one of these
third-party registrations is the publisher of an autonotive
magazi ne, so that the registration of the nmagazine' s
trademark for these goods indicates a |icensing program
rather than the fact that one manufacturer produces
antifreeze, oil and filters. Another web page was al so
submitted, this one fromthe website of the owner of

anot her one of the third-party registrations nade of record
by the Examining Attorney. It shows that the owner is a
chain of auto parts supply stores. Applicant argued that
the mark registered by that entity is for private |abe
products sold by this chain of stores.

Wth regard to the other cited registration, for the
mar k SECURI TY shown in block lettering for antifreeze,
applicant argued that the marks are visually distinct and
that the goods identified in the application, notor oil and
general purpose lubricating oil, are very different from
antifreeze in that that they are not used together and are
not interchangeable. Further, argued applicant, consuners
woul d not expect these goods to emanate fromthe sane

entity. Applicant reiterated its contention that the



Ser No. 76/069, 243

third-party registrations cited by the Exam ning Attorney
wherein the lists of goods include notor oil and antifreeze
are generally private |abel brands or the result of
licensing strong marks on a wide variety of products, so
that these registrations are not indicative that the public
woul d expect nmotor oil and antifreeze to have the sane
source.

The Exami ning Attorney was not persuaded by
applicant’s argunents. The refusal to register under
Section 2(d) the Lanham Act was made final in the second
Ofice Action.

Applicant tinmely filed a Notice of Appeal concurrently
w th a Request for Reconsideration. Submtted with this
request in order to show that consumers are accustoned to
di stingui shing anong aut onotive products using SECURI TY
were an advertisenent for a Ford SECURI TY SYSTEM an UNGO
autonotive security systemand a BLACK W DOW security
system for vehicles. Applicant reiterated its argunents
that the goods in the cited registrations are different
fromapplicant’s goods and that the marks are significantly
different in sound, neaning and appearance.

The Board instituted the appeal, but suspended action

on it and remanded the application file to the Exam ning
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Attorney for reconsideration in view of applicant’s
request.

The Exam ning Attorney continued the refusal to
regi ster and submtted additional evidence in support of
his position. He maintained that applicant’s mark is
simlar in sound and connotation to the first cited
registered mark and that it also creates the sane
commercial inpression. He reiterated his position that
applicant’s mark has the sane connotation and creates the
sanme commercial inpression as the second cited registered
mark. As additional support for his contention that the
goods set forth in the application are commercially rel ated
to the products specified in the two cited registrations,
he submitted additional third-party registrations and pages
fromthe websites of several of applicant’s conpetitors.
Exanpl es of the third-party registrations submtted include
Texaco’s registration of its Havoline mark for oil filters
and air filters;® Texaco's registration of the sane mark for
motor oils and industrial oils;* Texaco's registration of

the same mark for antifreeze;® Pennzoil’s registrations of

® Reg. No. 2,553,968, issued on the Principal Register on March
26, 2002

* Reg. No. 2,543,561, issued on the Principal Register on
February 26, 2002;

® Reg. No. 2,543,560, issued on the Principal Register on
February 26, 2002
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its mark for oil filters, air filters and crankcase
breathers for internal conbustion engines,® anti-freeze’ and
motor oils;® as well as simlar registrations of marks owned
by other oil conpanies and retail businesses in the field
of autonotive supplies, all of whom have used and/ or
registered their marks for products which include notor
oils, lubricants, autonotive filters and antifreeze. The
website excerpts submtted by the Exami ning Attorney show
that autonotive service retailers, oil conpanies and
aut onoti ve manufacturers use their marks on notor oil as
well as filters and other lubricants, and that both
techni cians and do-it-yourselfers use oil and filters
t oget her when perform ng oil changes.

After responding to the request for reconsideration,
the Exam ning Attorney returned the application to the
Board, which resunmed action on the appeal. Applicant
tinmely submtted its appeal brief and the Exam ning
Attorney submitted his brief on appeal. Applicant filed a
reply brief, and both applicant and the Exam ning Attorney
presented their argunents at the oral hearing which

appl i cant request ed.

® Reg. No. 1,505,755, issued on the Principal Register on Sept.
27, 1988.

" Reg. No. 857,723, issued on the Principal Register on Cct. 1,
1968; renewed.

8 Reg. No. 719,150, issued August 1, 1961; renewed.
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The issues before the Board in this appeal are whether
applicant’s mark, SECURITY, so resenbles the two cited
regi stered marks that confusion would be likely if
applicant used its mark in connection with notor oil and
general purpose lubricating oil. W find that these marks
create simlar commercial inpressions and that the goods
with which they are, or are intended to be, used are
related in such a way that the purchasers of them would be
likely to assune, m stakenly, that the use of these simlar
mar ks in connection with such products indicates that they
emanate fromthe same source

The predecessor to our primary review ng court set
forth the factors to be considered in determ ning whether
confusion is likely in the case of In re E.I. DuPont de
Nermours & Co., 476 F.2d 1357, 177 USPQ 563 (CCPA 1973).
Chi ef anong these factors are the simlarity between the
mar ks thensel ves as to appearance, pronunciation,
connot ati on and commerci al inpression and the rel atedness
of the goods or services in connection with which they are,
or will be, used. Any doubt as to the issue of I|ikelihood
of confusion nust be resolved in favor of the registrant or
regi strants and agai nst the applicant, who has a | egal duty
to select the mark which is not likely to cause confusion

with a trademark already in use in the marketplace. In re
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Hyper Shoppes (Ohio), Inc., 837 F.2d 463, 6 USP@d 1025
(Fed. Gir. 1988).

We will discuss the issue of |ikelihood of confusion
with each cited registered mark separately. Turning first
to the mark in Reg. No. 1,477,007, we note that applicant’s
mark is legally identical to this mark because applicant’s
mark is the word “SECURI TY” presented in typed form which
enconpasses the bl ock-letter script in which the same word
is presented in the cited registered nmark. Clearly, these
two marks are simlar in appearance, pronunciation and
nmeani ng, and they create the sanme commercial inpression.

The issue thus becones whether the use of these
legally identical marks in connection with autonotive
antifreeze solutions, on one hand, and nmotor oil, on the
other, is likely to lead to confusion. The third-party
regi stration evidence made of record by the Exam ning
Attorney establishes a reasonabl e basis upon which we can
conclude that these goods are of a type which may enmnate
froma single source. See In re Albert Trostel & Sons Co.,
29 USPQ2d 1783 (TTAB 1993); and In re Miucky Duck Mustard
Co. Inc., 6 USPQRd 1467 (TTAB 1988). The Internet evidence
made of record by the Exam ning Attorney shows that an
aut onobi | e nmai nt enance service conpany, JiffylLube, not only

renders oil change services, which include providing oi
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and filters, but also checks and tops off vital fl uids,
including antifreeze. Antifreeze and oil are both used in
t he mai nt enance of autonobiles, whether by professional
mechani cs or by do-it-yourselfers, and both can be
purchased in ordinary auto supply stores for this purpose.

In view of the identity of the marks and the fact that
the goods in question are related in this way, the
i keli hood of confusion between applicant’s mark and the
mark in Reg. No. 1,477,007 is clear.

We therefore turn to consideration of the mark in Reg.
No. 1,821,194, SECURITY FILTERS and design. W agree with
the Examining Attorney that the conmercial inpression
created by this mark is very simlar to the one created by
the mark which applicant seeks to register. Wile we
cannot ignore the descriptive, and hence disclai ned, word
“filters” in this registered mark, we can recogni ze that
this termhas | ess source-identifying significance than the
dom nant el ement of the mark, the word SECURITY. See In re
Nati onal Data Corp., 753 F.2d 1056, 224 USPQ 749 (Fed. G r
1985); and Tektronix, Inc. v. Daktronics, Inc., 534 F. 2d
915, 189 USPQ 693 (CCPA 1976). \When considered inits
entirety, SECRITY FILTERS and design in connection with
filters is quite simlar in connotation and comrerci al

inpression to the mark applicant seeks to register,

10
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SECURI TY, in connection with notor oil and general purpose
lubricating oil. Applicant’s mark consists of the dom nant
portion of the registered mark, and both marks have the
sanme suggestive connotation in connection with the goods
specified in the cited registration and the application,
respectively. That the word “security” is used in
connection with autonotive security systenms is not
surprising, nor does this fact make the termweak in
source-identifying significance for unrel ated autonotive
products.

Whet her confusion would be likely thus boils down to
whet her the goods listed in this registration are so
closely related to the goods specified in the application
that the use of these simlar nmarks on both would be likely
to cause confusion. The materials submtted by the
Exam ning Attorney establish that nmotor oil has this kind
of relationship to the filters and valves identified in the
cited registration. Just as the third-party registrations
denonstrate a basis for concluding that antifreeze and
nmotor oil may emanate froma single source, the third-party
regi strations submtted by the Exam ning Attorney listing
filters, oil and crankcase ventilation valves provide a
basi s upon which we can concl ude that purchasers of notor

oil, oil filters and PVC val ves sold under these simlar

11
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mar ks woul d |ikely assune a conmon source for themall.
See Al bert Trostel & Sons Co., supra. In addition, the

I nternet evidence the Exam ning Attorney provided shows
that oil and oil filters are conpl enentary products, used
by the sane people in acconplishing a single nechani cal
operation, changing the oil in an autonobile.

Appl i cant argues strenuously that because the

registration states that registrant’s filters and val ves
are “for whol esale end use in passenger autonobiles and

Iight trucks,” the trade channels through which

regi strant’s products nove are different fromthe channels
t hrough which applicant’s notor oil and lubricants wl|
nove. W interpret the | anguage used in the registration
to nmean that registrant’s filters and valves are sold to
comerci al enterprises who use these products to nmaintain
either their own businesses’ autonobiles and trucks or

aut onobi |l es and trucks owned by others. |If this is the
case, confusion would nonetheless be likely, in that the
peopl e purchasing registrant’s filters and valves for their
busi nesses woul d be the sane ones who purchase the notor
oil and | ubricants used by such businesses. Such people
are arguably sophisticated in the field of such goods, but

even so, if they were famliar with the oil filters sold

under the SECURI TY FI LTERS and design mark, they would be

12
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i kely, upon being presented with SECURI TY brand notor oil,
to assune that a single source is responsible for both
products. That they may be sophisticated with respect to
aut onoti ve technol ogy, repair and nai ntenance does not
necessarily translate into sophistication with regard to
trademarks or into inmmunity from confusion caused by the
use of marks which are so simlar on such closely rel ated
products. See In re Deconbe, 9 USPQ2d 1812 (TTAB 1988).

The channels of trade for registrant’s filters are
restricted to whol esal e end users, but w thout any
restrictions or limtations in the identification-of-goods
clause in the application, applicant’s goods nmay be
presuned to nove through this sane trade channel to the
same end users. Applicant’s argunment that differences in
the trade channels through which these products nove makes
confusion unlikely is therefore not well taken.

In summary, the Exami ning Attorney has satisfied his
burden of establishing a basis for concluding that
confusi on between applicant’s nmark and each of the cited
regi stered marks would be likely if applicant were to use
its mark in connection with the goods identified in the
application. Applicant has not provided any reasonabl e

basi s upon which we could reach a different concl usion.

13



Ser No. 76/069, 243

DECA SION:  The refusals to regi ster under Section 2(d)

t he Lanham Act are both affirned.
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